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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 30 October 2003 , 
2a)n This action is FINAL. 2h)M Tills action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 7-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-35 is/are rejected. 
/)□ Clalm(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner 

10) 13 The drawlng(s) filed on 30 October 2003 is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) 13 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment Is made of a daim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) S Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) D Notice of Draftspei^on's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 05/10/04 . 6) D Other: . 
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DETAILED ACTION 

1. This action is responsive to the application filed October 30, 2003. 

2. Qaims 1-35 have been ejamined. 

Priority 

3. The Office acknowledges this application's claim of priority under 35 U.S.C. 
Section 119(e) based on provisional application U.S. Serial No. 60/ 428,396, filed on 
November 22, 2002. 

Oath /Declaration 

4. The Office ackno\ndedges receipt of the oath/declaration filed July 13, 2004. 
However, the declaration is defective because: 

a. the signature of the first inventor, i.e., Sid Jacobi, is not dated; and 

b. the ackno-vdedgment of the duty to disclose information which is 
material to the esamination of this application is indicated to be in accordance with 37 
CFR 1.56(a) instead of 37 CFR L56. 

Information Disclosure Statement 

5. The Office ackno-sdedges receipt of the Information Disclosure Statement filed 
May 10, 2004. It has been placed in the application file and the information referred 
to therein has been considered. 

Drawings 

6. The drawings filed October 30, 2003 are accepted by the Examiner. 
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Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. § 112: 

The specification shall conclude with one or more claims pardcularly 
pointing out and distinctly claiming the subject matter which the applicant regards as his 
invention. 

8. Claims 10-12, 14-15, 27, 30 and 32 are rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

Lack of antecedent basis: 

a. Qaims 10 (line 7), 11 (line 2), 12 (line 3), 14 (line 2), 15 (line 2) rccite the 
limitation "the at least one application software" There is insufficient 
antecedent basis for this limitation in the claim. 

b. Claim 27 (line 8) recites the limitation "the communication layer." There 
is insufficient antecedent basis for this limitation in the claim- 

c. Claim 30 (lines 2, 3) recites the limitation "the at least one software 
application." There is insufficient antecedent basis for this limitation in the 
claim* 

d. Claim 32 (line 5) recites the limitation "the updated security data and 
access control information." There is insufficient antecedent basis for this 
limitation in the claim. 

Appropriate correction is required 



Claim Rejections - 35 USC § 101 
9. 35 U.S.C 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or 
conq)osidon of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subjea to the conditions and requirements of this title. 

10. Qaims 19, 23-24, 25, 31 and 34-35 are rejected vinder 35 U.S.C § 101 because 
the claimed invention is directed to non-statutoiy subject matter. 

Qaiml9 merely recites a system for updating an electronic device comprising 
an update agent and a converter. These components are merely software components, 
i.e., computer programs per se. Such claimed matter, which is descriptive material 
se, non- functional descriptive material is not statutory because it is not a physical 
"thing" nor a statutory process as there are no "acts" being performed. Such claimed 
computer programs do not define any structural and functional interrelationships 
between the computer program and other claimed aspects of the invention which 
permit the computer's program's functionality to be realized. Since a computer 
program is merely a set of instructions capable of being executed by a computer, the 
program itself is not a process, without the computer- readable medium needed to 
realize the computer's functionality. In contrast, a claimed computer- readable 
medium encoded with a computer program defines structural and functional 
interrelationships between the computer program and the mediinn which permit the 
computer program's functionality to be realized, and is thus mandatory. Warmsrdanjy 
33 F.d at 1361, 31 USPQ 2d at 1760. InreSarkar, 588 F.2d 1330, 1333, 200 USPQ 
132, 137 (CCPA 1978). See MPEP § 2106 (IV) (B)(1) (a). 

On this basis, claim 19 is rejected under 35 U.S.C § 101. 

Qaims 23-24, 25, 31 and 34-35, which depend from claim 19, are also rejeaed 
under 35 U.S.C. § 101 for the same reasons. 
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Claim Rejections - 35 USC § 102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invendon was known or used by others in this country, or patented or described in a printed publication in this or a 
foreign country, before the invendon thereof by the applicant for a patent. 

12. Qaims 1-10, 19-27 and 35 are rejected under 35 U.S.C 102(a) as being 
anticipated by US. Patent Application No- 2001/0008024 Al bylnaba. 

Claims 1 and 19 
Inaba discloses at least: 

tpdatmg at least ons (ffirmmre and scfrume in the dectmiic ckike tsir^ update 
irfomvtim (see at least sections [0010], [0025-0028]); and 

oomErting data associated wth the at least one cfjmrumre and scfimre to a fonn 
Qonfatihlemdo an updated 1^ at least 

sections [0011], [0014], [0027], [0028]). 

Gaim2 

The rejection of base claim 1 is incorporated. Inaba does not specifically 
disclose retriewig a list (f names (f cmusrter utilities associated wth the t^date irfonnaim. 
However, this step is deemed inherent to Inaba teachings becaiise as can be seen in 
Figure 1 (and related discussion in the specification), steps 8, 9 provide information 
about data conversion which may also provide list of converter utilities. 
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Claims 3 and 22 

The rejection of base claims 1 and 19 is incorporated. Inaba further discloses 
stom^t^xiae vforntaimm rmmy in the dectnmk ckdcE (see at least 

Figure 1, items 7, 8 and related discussion in the specification). 

Qaim4 

The rejection of base claim 1 is incorporated Inaba further discloses 

owm^yzKi^tx^^i^^^em ?^niii^/^'z^^z^^zfy cf update irfonmtimfk^ to a 

serusr (see at least Figure 1, steps 2, 3, 4 and related discussion in the specification). 

Gaims 5 and 21 

The rejection of base claims 1 and 19 is incorporated. Inaba further discloses 
relrieiirigthei^)^^ inasm^retrieml 
operatim (see at least Figure 1, step 7 and related discussion in the specification). 

Qaims 6 and 23 

The rejection of base claims 1 and 19 is incorporated. Inaba further discloses 

isherein the at least one cffiwimre andscfimre conprises a plurality cf scfimtre appUjcationSy and 
eado (f the plurality (fscftmreappUoati^ is assodated wth a cnnespcmdi^oomjErterutU^ (see 
at least Figure 3, item 8-1 and related discussion in the specification). 

Claims 7 and 24 

Rejections of base claims 1, 19 and intervening claims 6, 23 are incorporated. 
Inaba further discloses inherein the update irfanmtkfn is capable cf updati^ a plurality cf 
scfkme applicatkris inasir^tpdateeient (see at least Figure 1, step 7 and related 
discussion in the specification). 
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Claims 

The rejection of base claims 1 and 19 is incorporated. Inaba further discloses 
fiMherojrrprising^ ihet^padza^r^e^ 
aoirrprismg 

an update packa^ Iccatim rmwry rfamos (see at least Figure 3, item 8- 1 and 
related discussion in the specification); and 

a list cf mrm (f commter utilities rrBmoory rferems (see at least Figure 3, item 
8-1 and related discussion in the specification). 

Gaims 9 and 26 

The rejection of base claims 1 and 19 is incorporated. Inaba further discloses 
(ktemmrig'iJi^^ 'uJoeifeinfitis ckter^^ 

that an update is not neosssary, ihenperfamwga rdxxjt cperatim (see at least section [0026]). 

Claims 10 and 27 

The rejection of base claims 1 and 19 is incorporated. Inaba further discloses 

deterninirig'ishether 0^ ^11^76)^2 fit is (hemmed 

that an update is moBssary, then- 

7&neimg data jnman t^te package r^ermE (see at least Figure 1, 
steps 5, 7 and related discussion in the specification); 

mf^r^a^ahentidty cf the update irformatkn (see at least Figure 1, item 
2 and related discussion in the specification); 

updatingat least one (ffirmmre andscfbmre (see at least section [0026] 



Application/Control Number 10/697,458 
Art Unit: 2122 



Pages 



execMtingat least one amerter tdtilityassocMtedmih the at least cm 
appUcalknscftm^ (see at least section [0028]); 

oommmcattngan at 
least sections [0034], [0037]; e-g,, notification); and 

peifominga rshoot operation (see at least section [0026], e.g., start- 
nncroprocessor rcqiaest). 

Claim 20 

The rejection of base claim 19 is incorporated. Qaim 20 recites the same 
limitations of the combination of claims 2 and 4. Therefore, the same rejections are 
applied. 

Claim 25 

The rejection of base claim 19 is incorporated. Inaba does not specifically 
disclose aplaoenmtlayoidttathform^ the 
pla(mBntlaycM table at least mi^^ (frumescf 
ccmerter utdity rrmnr^ However, this table is deemed inherent to Inaba's 

teachings as Figure 1 shows conversion operations between iterns 3 and 5. Without a 
table as claimed, the conversion process would not be feasible. 

Qaim 35 

The rejection of base claim 19 is incorporated. Inaba further discloses 'ishermi 
anappliooknis v^xJ^^ (see at least section 

[0025]). 
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Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to ^^h said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

14. Qaims 11-18 and 29-34 are rejected under 35 U.S.C 103(a) as being 
unpatentable over U.S. Patent Application No. 2001/0008024 Al bylnaba, as applied 
to claims 1-10 and 19-27, in view of U.S. Patent No. 6,587,684 to Hsu et al. ("Hsu"). 

Claim 11 

Rejections of base claim 1 and intervening claim 10 are incorporated. Inaba 
does not specifically disclose inhermi exeaoingat least one oomErter utility assodated mth the 
at least one applicatim scfimre emprises retrieiing and t^xiating associated secjmty trfornntia% 
However, Hsu, in an analogous art, teaches how a digital telephone can connect to 
selected servers via a digital telephone network and packet data network to download 
selected control software associated with digital telephone services (14:9-13). 
Connection is established using authentication with security features (15:7-50) to 
prevent unauthorized use of the telephone and data networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's security and authentication features in 
Inaba because this would prevent unauthorized use of the telephone and data 
networks. 
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Gaim 12 

Rejections of base claim 1 and intenrening claims 10, 11 are incoiporated. 
Inaba does not specifically disclose ishermtretr^^ 

irfcmiciJdm oompmes rmkiing an authomatm related object and assodating it wth the at least om 
i^liottimscfimTe. However, Hsu, in an analogous art, teaches how a digital telephone 
can connect to selected servers via a digital telephone network and packet data 
network to download selected control software associated with digital telephone 
services (14:9-13). Connection is established using authentication with security 
features (15:7-50) to prevent unauthorized use of the telephone and data networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's security and authentication features in 
Inaba because this would prevent unauthorized use of the telephone and data 
networks. 

Claim 13 

Rejections of base claim 1 and inten^ening claims 10, 11 are incorporated. 
Inaba does not specifically disclose: 

retrieiinga listcfsecmly irformt^ the update trfomtttim Q; and 

irBtaUmgtheseamtyirfc^ 
scftmiv. However, these features arc deemed inhercnt to the teachings of Hsu siace 
Hsu teaches how a digital telephone can connect to selected servers via a digital 
telephone network and packet data network to download selected control software 
associated with digital telephone sendees (14:9-13). Connection is established using 
authentication with security features (15:7-50) to prevent unauthorized use of the 
telephone and data networks. 
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It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's security and authentication features in 
Inaba because this would prevent unauthorized use of the telephone and data 
networks. 

Claim 14 

Rejections of base claim 1 and intenrening claim 10 are incorporated. Inaba 
does not specifically disclose ijJoerein exeaOmgat least one oomErter utility associated mth they 
at least one applimtim st^hmve awprises amerth^seamty vfonrutim aynfrising a^do&itkatim 
ardaMhorizaikn irfonrntkru However, these features are deemed inherent to the 
teachings of Hsu since Hsu teaches how a digital telephone can cormect to selected 
servers via a digital telephone network and packet data network to download selected 
control software associated with digital telephone sendees (14:9-13). Connection is 
established using authentication with security features (15:7-50) to prevent 
unauthorized use of the telephone and data networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's security and authentication features in 
Inaba because this would prevent unauthorized use of the telephone and data 
networks. 

Qaim 15 

Rejections of base claim 1 and intervening claim 10 are incorporated. Inaba 
does not specifically disclose liherein eKecuting at hast one cmusrter toility associated mth the 
at least one appliaoknscfim^ CDnprises oomertirigsubsoriptian irformatiori However, these 
feature is deemed inherent to the teachings of Hsu since Hsu teaches how a digital 
telephone can connect to selected senders via a digital telephone network and packet 
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data network to download selected control software associated with digital telephone 
serv^ices (14:9-13). Connection is established using authentication with security- 
features (15:7-50) to prevent unauthorized use of the telephone and data networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's teachings in Inaba because this would 
prevent unauthorized use of the telephone and data networks. 

Claims 16 and 28 

Rejections of base claims 1, 19 and intervening claims 10, 27 are incorporated. 
Inaba further discloses ishermi the at hast am (fjinrumre and scftmre apprises a plurality cf 
scfimire applioatijo^ ard that least omaynuErteru^^ 

eado oomErter toility being associated mth a ayrmponding applicatim scfrimre (see at least Figure 
3, item 8-1 and related discussion in the specification). 

Claims 17 and 29 

Rejections of base claims 1 & 19 and intenrening claims 10, 16 &27, 28 
respectively are incoipo rated. Inaba further discloses isherdn each (f thescfinsme 
applicatiorsfoT'uhidjant^xitte 

(see at least Figure 1, step 7 and related discussion in the specification). 
Claims 18 and 30 

Rejections of base claims 1 & 19 and intenrening claims 10, 16, 17 & 27, 28, 29 
respectively are incorporated. Inaba further discloses %iiherdn executing at least one 
oomerter utility assodatedmth the at least one (ffinrumre andscfimire further awprises amerting 
data assodated mth eado scfimre application in a sin^ oomsrsion emit (see at least Figure 1, 
step 9 and related discussion in the specification). 



Application/ Control Number: 10/697,458 
Art Unit: 2122 



Page 13 



Oairn 32 

The rcjection of base claim 19 and intervening claims 20-21 are incorporated. 
Inaba does not specifically disclose a (Dntmimtti^ theammmatm 
ooiirmtriiad^ the ojmsrter udi^ 

CD)7t)vl irfomttti^ thet4pdate irfomutiony ardtbe amm^nimtiml^ 

ammnkatir^t^^ mth the upcktedsecmtyikta oofntrd itform^^ 

Jkmlhedeanjmc^^ to a serusr. HDwever, Hsu, in an analogous art, teaches how a 
digital telephone can connect to selected servers via a digital telephone network and 
packet data network to download selected control software associated with digital 
telephone services (14:9-13). Connection is established using authentication with 
security features (15:7-50) . to prevent unauthorized use of the telephone and data 
networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's security and authentication features in 
Inaba because this would prevent unauthorized use of the telephone and data 
networks. 

Claim 33 

The rejection of base claim 19 and intervening claims 20-21 are incorporated. 
Inaba further discloses therein a amerter utility inuckes ckiwiaiding cf ptpdate irformakm mi 
firnmtre/scfom^ (see at least sections [0034-0037]). 

aaim31 

The rejection of base claim 19 is incorporated. Inaba does not specifically 
disclose the amsrter amerts seamty data assodated mth the at least one (ffirrmmw ardscfiimey 
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lhamsrted seemly cL^ 

scfimzre. However, Hsu, in an analogous art, teaches how a digital telephone can 
connect to selected servers via a digital telephone network and packet data network to 
download selected control software associated with digital telephone services (14:9- 
13), Connection is established using authentication with security features (15:7-50) to 
prevent unauthorized use of the telephone and data networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to use Hsu's security and authentication features in 
Inaba because this would prevent unauthorized use of the telephone and data 
networks. 

Qaim 34 

The rejection of base claim 19 is incorporated. Inaba does not specifically 
disclose 'iiJoemnsecimty vfonmtim is tdpcktedi^krascfim hem 
perfcfnmi However, Hsu, in an analogous art, teaches how a digital telephone can 
connect to selected servers via a digital telephone network and packet data network to 
download selected control software associated with digital telephone services (14:9- 
13), Connection is established using authentication with security features (15:7-50) to 
prevent unauthorized use of the telephone and data networks. 

It would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to add to Inaba Hsu's security and authentication 
features that need to be changed regularly because this would prevent unauthorized 
use of the telephone and data networks. 
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Conclusion 



15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

16. Any inquiry concerning this communication or eariier communications from 
the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba whose telephone 
number is (571) 272-3701. The Examiner can normally be reached on Tuesday 
Friday, 6:45 to 16:45. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Tuan Dam can be reached at (571) 272-3695. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIK 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 
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